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DETAILED ACTION 
Election/Restrictions 
Applicant's election without traverse of Group II, claims 5-10, and election of 
SEQ ID NOS:1-6, in the response filed 03/06/2006 is acknowledged. Claims 1-4 and 
1 1-20 are withdrawn from further consideration. 

Claim Rejections - 35 USC § 102 
The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

Claims 5, 6 and 8-10 are rejected under 35 U.S.C. 102(b) as being anticipated by 
GenBank Gl:41901. As shown by the enclosed printout, this nucleotide sequence was 
known at least as early as 6 July 1989. 

Regarding claim 5, since Applicant offers no specific definition of "amplicon" in 
the specification, the term imposes no structural limitation to distinguish the claimed 
invention from any nucleic acid sequence. In addition, the term "having" is not explicitly 
defined in the specification and is construed as open language. Therefore, the 
sequence of GenBank Gl:41901 is an amplicon having a sequence which spans 
residues 2574-2895 of the lacZ gene of £. coli. 

Regarding claim 6, the term "probe" is not explicitly defined in the specification, 
and therefore the term imposes no structural limitation to distinguish the claimed 
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invention from the sequence of GenBank Gl:41 901 . The sequence itself can be used 
as a probe. 

Regarding claim 8, since the sequence of GenBank GL41901 comprises the 
sequence of SEQ ID NO:6, the invention of claim 8 is anticipated. 

Regarding claim 9, the term "primer" is not explicitly defined in the specification, 
and therefore the term imposes no structural limitation to distinguish the claimed 
invention from the sequence of GenBank Gl:41901. The sequence itself can be used 
as a primer. For example, it can be used to prime rolling circle amplification of lacZ 
cloned into a circular plasmid. 

Regarding claim 10, since the sequence of GenBank Gl:41901 comprises the 
sequences of SEQ ID NOS:4 and 5, the invention of claim 10 is anticipated. 

Claims 5-10 are rejected under 35 U.S.C. 102(b) as being anticipated by Senoo 
et al (2000). 

Regarding claim 5, since Applicant offers no specific definition of "amplicon" in 
the specification, the term imposes no structural limitation to distinguish the claimed 
invention from any nucleic acid sequence. In addition, the term "having" is not explicitly 
defined in the specification and is construed as open language. Therefore, the 
recombinant adenoviral vector DNA shown in figure 1 and described in the first 
paragraph of the section entitled Materials and Methods, page 270, as well as the 
plasmid pUC-CAGGS-LacZ (see last sentence prior to the section entitled Results, 
page 271), both of which comprise the E. coli lacZ gene, are amplicons having a 
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sequence which spans residues 2574-2895 of the lacZ gene of E. coli. Additionally, the 
PCR product generated by Senoo (shown in figure 1 and described in the last 
paragraph of column 1, page 271) is an amplicon having a nucleotide sequence from 
the region spanning residues 2574-2895 of the lacZ gene of E. coli, since the entire lacZ 
gene itself is a region spanning residues 2574-2895. 

Regarding claims 6 and 7, the TaqMan probe described in the last paragraph of 
column 1, page 271, meets the structural limitations of the claimed invention. 

Regarding claim 8, since the recombinant adenoviral vector DNA shown in figure 
1 and described in the first paragraph of the section entitled Materials and Methods, 
page 270, as well as the plasmid pUC-CAGGS-LacZ (see last sentence prior to the 
section entitled Results, page 271) each comprise the lacZ gene, these DNAs also 
comprise the sequence of SEQ ID NO:6. Since these DNAs can be used as probes, 
they anticipate the claimed invention since there is nothing in the claim language to 
structurally distinguish the claimed invention from these DNAs disclosed by Senoo. 

Regarding claim 9, the term "primer" is not explicitly defined in the specification, 
and therefore the term imposes no structural limitation to distinguish the claimed 
invention from the sequences of the primers disclosed by Senoo in the last paragraph of 
column 1, page 271. 

Regarding claim 10, the plasmid pUC-CAGGS-LacZ (see last sentence prior to 
the section entitled Results, page 271) comprises the lacZ gene. Therefore, this 
plasmid must necessarily comprise the sequence of SEQ ID NOS:4 and 5. This 
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plasmid could be nicked and subjected to rolling circle amplification and thus serve as a 
primer. 



No claims are free of the prior art. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Samuel Woolwine whose telephone number is (571) 
272-1 144. The examiner can normally be reached on Mon-Fri 9:00am-5:00pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Gary Benzion can be reached on (571) 272-0782. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
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